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IN T HE UNITED STATES PATENT AND TRAHKMARK OFFICE 

APPLICANT: KELLY, Dajiicl P. DATE: April 12, 2004 

SERIAL NO.: 09/771,782 GROUP ART UNIT: 1732 

J'lLED: 29 January 2001 KXAMFNEK: Edmund H, Lee 

VOR: "Sports Projectile Shaped Bead Necklace and Method of Manufacture" 
Atlonney Docket No.: A00219US (98361.3) 

RULE 1 1 6 RESPONSE 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Tel.: 703-305-4019 
Fax: 703-S72-93J0 

Sir: 

This is a response to the Ornce Action dated 7 October 2003. A shortened statutory period 
was set to expire three men ths from tlie date of the Of! ice Action, making a response d ae by 7 J anuary 
2004. 

A Notice of Appeal was filed on 7 January 2004, and received by the USPTO on 1 2 Jaauaiy 
2004, making an Appeal Briefdue by 12 March 2004. A petition for a one-month extension oftirae 
accompanies the AppealBricfbcing filed today, ox tending the time period for filing an Appeal Brief 
to 12 April 2004. 

REMARKS 

Claims37-43 and47-49were again rejected under 35 U.S.Q § 103(a) asbeingunpatcntablc 
over Batcholts in view o f the admitted prior art nicntionetl on page I of the present patent appUcation. 
Applicant rcspcctfuHy traverses this rejection. 

Batcholts is part of tlic admitted prior art mentioned on page 1 of the present patent application 
as filed . Appi i c an t was aware before 11 li ng the present patent application of a] 1 of the art now cited by 
the patent examiner against the present claims. Applicant believed that the invention was patentable 
when the apphcation was filed and still believes that the invention is patentable. The Declaration of 
D:miel Kelly dated 29 Jajiuaty 2003 submitted with the response dated 30 January 2003 mentions how 
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the pi-Cfionl in venlor was aware since around 1 991 o fart equivalent to the ail now cited by the patent 
exaiiiincr against tlic claims, yet ncitlicr he nor anyone he knew found it obvious to combine that prior 
art to arrive at the invention as now claimed. 

Attached to theresponscdated31 July2003 is a declaration oflhe inventor clari Tying that he 
was not aware before he invented the present invention of any necklaces with solid sports beads. 

The patent examiner cites rea^sons why one would wish to add the features o f the dependent 
claims to the independent claims. Wliileallthcscreasons seem logical now, it docsnotmcanthat the 
invention would have been obvious at the time it w;us made. 

The Examiner al leges tliat it would be obvious to combine the prior art mentioned by the patent 
applicant at page 1 of the application as filed to anrive at applicant's invention as claimed in Claims 37- 
43 and 47-49. Applicant respectfully disagrees with this alicfiation. 

The prior art mentioned by the patent applicant at pa^c 1 of the application as filed merely 
shows that some elements of tlic claimed invention are ol d. * 'That al 1 el em en Is o fan i n vent i on may have 
been old (Lhc nomial situation), or some old and some new, or all new, is however, simply irrelevant. 
Virtually all inventions are combinations and virtually all arc combinations of old elements. A court must 
consider what the prior art as a whole would have suggested to ono skilled in the art." Environmen tal 
Dcsi^^ns, Ltd^ v. Union Oil Co ,, 218 USPQ 865, 870 (CAFC 1983). "Obviousness cannot he 
Ci;tablishcd by combinij^g the teachings of the prior ait to produce the claimed invention, absent some 
teaching or suggestion supporting the combination. Under [35 U.S.C.] Section 1 03, teachings of 
reTercnccs can be combined only if there is some suggestion orincentivc to do so." ACS Hospital 
Systems v. Montcfiore Hospital, 221 USPQ 929,933 (CAFCl 984) and cases cited therein (emphasis 
in original). Applicant has stated in his declaration of 29 January 2003 that it was not obvious to him 
or anyone he knew to combine the teachings of the prior art of which he was awan3 to reach appl ican t's 
invention. 

Thus, "(t]here is notliing in the prior art references, cither singly or in combination, *losiiggcst 
the desirability, and thus the obviousness,* of designing** a method as claimed in the rejected claims. In 
rcDeminski, 230 USPQ 313,315 (CAFC 1 9S6) and cases cited therein (emphasis in original). It is 
therefore respectfully submitted that the rejected claims arc allowable. 

1 )cclarations of the inventor were submitted in prior responses, and are respectfiilly submitted 
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to be evidence ofnon^bviousness ofihc invention. Specifically. ihc31 Octobcr2002 declaration is 

evidenecofcopyin8byothers,thc23Janu^«y2003declarationis^idenceofliceasinBbyo^^^^ 
copying by others, the 29 Januaty 2003 declaration is evidence oflicensing to others, copying by 

others. andcommcrciaIsucccss,a,idlhe31July2003declaration is cvidenceoflicensingtoolher^^ 
copying by others, and commercial success; all of these arc indications of non-obviousness of the 

invention. AppHcantrequests that the PatentandTrademarkOffxccconsiderthisevidenccofnon- 
obviousness when considering the patentability of the claims under 35 U.S.C. § 103(a) (sec. e.g.. 
MPEP Sections 716.01(a) Uirough 716.06). 

Thccxamiaerstatedthatnoncxushasbecnshov«ibetweenthecommcK:iaIsuccessandthe 
claimed hivenrion. Attached is a declaration ofDan Kelly dated 7 April 2004 comparing sales of the 

necklacesmadcbytheclaimed method to priorartsportsnccklaces. and showing lhatsalesinc,vascd 
dramaticallywhcnthcnecklaeesmadebvfh.r.l..Wl^..K.^„,..^:^,^^,,,^^(^, ..^.uyuL.. 

of necklaces sold per year increased from about 42 gross (about 6048 necklaces) in 1 996-T 999 to 

about 8. 1 00 gross (about 1 , 1 66.400 necklaces) in 2000-2004. and the average revenue per year 

increased from about $ 10,000 in 1996-1999 to about $300,000 in 2000-2004). It is respectfully 

submittedlhatthisdemonstratesanexusbetweenlheclaimedinventionandthcconuucrcialsucccss. 

AppIicantrcspectfullysuWtslhattlieappIicationisinconditionforallowaiice.ANoticcof 
Allowance is hereby respectfully requested. 

ShouldtheExaminerfechhatatelephoneconfercncewould advance the prosccutionoriliis 
application, he is encouraged to contact the undersigned at the telephone number listed below. 

Applica.itrcspcctrullypelitionsthcCommissionerfori«iyextensionoftimeneccssary to render 
lllis paper timely. 

Pleascehargeaiiyaclditionalfeesdueorcreditaayovcrpayi..enttoDep 

0694, 

Respectfully subm i lied, 



Seth ivi. Nehrbass, Reg. No. 3 1,281^"" " ' 

Charles C. Garvey, Jr., Reg, No. 27,889 

Gregory C. Smith, Reg. No. 29,441 

Stephen R. Doody, Reg. No. 29,062 

Brett A. North, Reg. No. 42,040 

GARVEY, SMITH. NEHRBASS & DOODY, L.L.C. 
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PTO Customer No- 22920 

3838 N. Causeway B)vd„ Suite 3290 

Metairie, LA 70002 

Tel.: (504)835-2000 

Fax: 504-835^2070 

c-mail: IFLNO@AOL.COM 

w ww.n e worlcanspaleiits . com 

CERTfFTC ATR OF FACSIMILE TRANSMTSSTON 

Thereby certifythat this paper (j^pages total) isbeing facsimilclransmittcd to ihe Patent and 
1 radcmark Office on April 12, 2004 (Tel.: 703-305-4019, Fax: 703-872-9310) . 



Signature 



Seth M. Nehrbass" 

(Typed or printed name of person signing) 

P:\Scth\9836L3. 1 1 6Res.wpd 
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To: Name: 

Company: 

Fax Number: 7038729306 
Voice Phone: 



From: Name: 

Official Fax Number: (703) 872 9310 

Official After Final Fax Number: (703) 872-931 1 
Voice Phone: 



37 C.F.R. 1.6 sets forth the types of correspondence that can be communicated to the 
Patent and Trademark Office via facsimile transmissions. Applicants are advised to use the 
certificate of facsimile transmission procedures when submitting a reply to a non-final or 
final Office action by facsimile (37 OFR 1 .8(a)). 

Fax Notes: 
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